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REMARKS 

In accordance with the foregoing, claims 1,10, 19-21, 28-30, and 37 are amended. 
Claims 1-37 are pending and under consideration. 

CLAIM AMENDMENTS 

Claim 1 is amended to recite a personal information management apparatus which 
electronically manages personal information of a user including "a memory storing the rules 
referenced for selecting the personal information database, which are set by the user in advance 
upon starting a use of the personal information management apparatus." (See, for example, 
page 20, lines 3-18). 

Claims 10, 19, and 28 are amended to recite a personal information managing method 
which electronically manages personal information of a user management, a computer-readable 
storage medium storing a personal information management program used to direct a computer 
for electronically managing personal information of a user, and a personal information 
management program used to direct a computer for electronically managing personal 
information of a user, respectively, that include "setting rules, for selecting personal information 
databases, by the user in advance upon starting a use of a personal information management 
apparatus; (and) retaining the rules in a memory. " (See, for example, page 20, lines 3-18). 

Claim 37 is amended to recite a personal information management apparatus which 
electronically manages personal information of a user that includes "setting means for setting 
rules for selecting personal information databases by the user in advance upon starting a use of 
a personal information management apparatus and storing the set rules." (See, for example, 
page 20, lines 3-18). 

Claims 20-21 and 29-30 are amended to correspond, respectively with claims 19 and 28, 
both as amended. 

No new matter is presented in any of the foregoing and, accordingly, approval and entry 
of the amended claims are respectfully requested. 

ITEM 1: REJECTION OF CLAIMS 1-2, 6, 10-11, 15, 19-20, 24, 28-29, 33 AND 37 BY GOYAL 
ET AL. (U.S.P. 5,873,108) 

The Examiner rejects claims 1-2, 6, 10-11, 15, 19-20, 24, 28-29, 33 and 37 as 
anticipated by Goyal. (Action at pages 2-3). 

According to aspects of the present invention a personal information management 
apparatus, and method, manage personal information including portions relating to different 
situations a person may be placed under, and a program, or a program medium, causing a 
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computer to act as the personal information management apparatus. 

Goyal, however, only teaches (col. 2, lines 25-39), a personal information manager for 
accessing information (databases) in different categories via a single user interface. 

As provided in MPEP §706.02 entitled Rejection on Prior Art, anticipation requires that 
the reference must teach every aspect of a claimed invention. Goyal does not support an 
anticipatory-type rejection by not describing features recited by the present application's 
independent claims. 

Rules Referenced For Selecting Personal Information Database Set By User In 
Advance Not Described By Goyal 

Independent claim 1, as amended, recites that "rules referenced for selecting the 
personal information database are set by the user in advance upon starting a use of the 
personal information management apparatus and are retained in a memory." 

Independent claims 10, 19, and 28, all as amended, recite "setting rules, for selecting 
personal information databases, by the user in advance upon starting a use of a personal 
information management apparatus (and) retaining the rules in a memory." 

Independent claim 37, as amended, recites an apparatus including "setting means 
setting rules for selecting personal information databases by the user in advance upon starting a 
use of a personal information management apparatus; (and) storing means storing the rules." 

Goyal does not teach setting rules for selecting personal information databases, let alone 
setting the rules by a user in advance upon starting a use of a personal information 
management apparatus. Goyal, rather, teaches, only that (col. 9, lines 60) a "main program 
interfaces to a database module," and that (col. 10 lines 59-62) "searches can be performed in 
any of the databases by selecting a search string from a main screen." 

Conclusion 

Since Goyal does not describe features recited in independent claims 1, 10, 19, 28, and 
37 (all as amended), and respective dependent claims, Applicants request the rejection be 
withdrawn and claims 1-2, 6, 10-11, 15, 19-20, 24, 28-29, 33 and 37 allowed. 

ITEM 2: REJECTION OF CLAIMS 3-5, 12-14, 21-23 and 30-32 FOR OBVIOUSNESS UNDER 
35 U.S.C. §1 03(a) OVER GOYAL IN VIEW OF GIROTI (U.S. PUB. 2003/0018700) 

The Examiner rejects claims 3-5, 12-14, 21-23 and 30-32 under 35 U.S.C. §103(a) over 
Goyal in view of Giroti. (Action at pages 4-5). 
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Prima Facie Obviousness Not Established 

No Motivation Or Reasonable Expectation of Success Stated Within the Cited Art 
To Combine In The Manner Proposed By The Examiner 

The Action concedes that Goyal does not teach the "transmission/reception unit to 

transmit or receive personal information database through the network." (Action at page 4). 

However, the Examiner contends that this feature is taught by Giroti and it would have 

been obvious to modify Goyal by; 

. . . implementing IASD connection with applications and databases because by 
doing so users of Goyal's system would have had greater flexibility in reaching out 
remote databases as a backup and source of data. The users also would have been 
able to interactively manage remote applications and databases which would result 
in overall greater effectiveness and user satisfaction. 

(Action at pages 4-5) 

Applicants submit that such contentions are rejected by the USPTO as not satisfying the 
standards of prima facie obviousness necessary to support the combination of prior art 
references. (See, Memorandum of Stephen G. Kunin dated February 21 , 2002 based on 
Dickinson v. Zurko, 527 U.S. 150, 50 USPQ 2d 1930 (1999), attached). 

Goyal, in fact, teaches only an application-specific manager (col. 2, lines 40-43): 

(a)s compared to more general-purpose information appliances, the present 
personal information manager is application-specific; that is, it does one thing. 

Goyal further teaches only a simple method of data search (col. 1 1 , lines 55-60): 

(a)s illustrated in FIG. 20 and FIG. 21 , both data entry and data retrieval are both 
greatly simplified using the tag paradigm of the present invention. 

On the other hand, Giroti teaches, for example in paragraph [0022], network delivery of 
computer application services to users for a first network including voice and data applications 
and a second network including cell phones and PDA. 

Applicants submit that Goyal does not teach or suggest any motivation, or reasonable 
chance of success if arguendo modified, to combine an application-specific manager with 
multiple applications as taught by Giroti in a manner as suggested by the Examiner. 

Conclusion 

Since prima facie obviousness is established, the rejection should be withdrawn and 
claims 3-5, 12-14, 21-23 and 30-32 allowed. 

ITEM 3: REJECTION OF CLAIMS 7-9, 16-18, 25-27 AND 34-36 FOR OBVIOUSNESS UNDER 
35 U.S.C. §103(a) OVER GOYAL IN VIEW OF HUANG (U.S.P. 5,966,714) 

The Examiner rejects claims 7-9, 16-18, 25-27 and 34-36 under 35 U.S.C. 103(a) as 
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being unpatentable over Goyal in view of Huang. (Action at pages 5-7). 
Prima Facie Obviousness Not Established 

No Motivation Or Reasonable Expectation of Success Stated Within the Cited 
Art To Combine In The Manner Proposed By The Examiner 

The Action concedes that Goyal does not "teach detecting the difference between 
databases and synchronizing the difference." (Action at page 5). 

Nevertheless, the Examiner contends that it would have been obvious to apply the 
teachings of Huang regarding detection to Goyal because: 

... by implementing automatic mechanisms for detecting and synchronizing 
database changes because by doing so all databases will be in synchronized state 
through an automatic but minimal expense of resources. 

(Action at pages 5-6). 

Applicants submit, as above, that such contentions are rejected by the USPTO as not 
satisfying the standards of prima facie obviousness necessary to support the combination of 
prior art references. (See, Kunin, attached). 

Huang only teaches (col. 2, lines 18-32) modifying an E-mail address block database in 
a device such as a cellular phone having capacity limited storage with synchronization of first 
and second sets of mail at a message level or at a folder level. 

Goyal teaches, on the other hand, (col. 10, lines 58-60) that "(s)earches can be 
performed in any of the databases by selecting a search string from a main screen." 

Applicants submit that Goyal does not teach or suggest any motivation, or reasonable 
chance of success if arguendo modified, to combine a user search by a search string with an 
automatic mechanism for detecting as taught by Giroti in a manner as suggested by the 
Examiner. 

Conclusion 

Since prima facie obviousness is established, the rejection should be withdrawn and 
claims 7-9, 16-18, 25-27 and 34-36 allowed. 

CONCLUSION 

There being no further outstanding objections or rejections, it is submitted that the 
application is in condition for allowance. An early action to that effect is courteously solicited. 

Finally, if there are any formal matters remaining after this response, the Examiner is 
requested to telephone the undersigned to attend to these matters. 

If there are any additional fees associated with filing of this Amendment, please charge 
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the same to our Deposit Account No. 19-3935. 

Respectfully submitted, 



Date: JL~<? 4£ 



1201 New York Avenue, NW, Suite 700 
Washington, D.C. 20005 
Telephone: (202)434-1500 
Facsimile: (202)434-1501 



STAAS & HALSEY LLP 

By/ 



Registration No. 47,431 
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I United States Patent and TImdemark Office 



To: 



i e, „ Commissioner tor Patei 
united States Patent and Trademark Oft 

WASHINGTON, O.C. SO 
WW.USpt&t 



Date: February 21, 2002 



Patent Examining Corps 
Technology Center Directors 



From: Stephen G. Kunin 

Deputy Commissioner for Patent Examination Policy 

Subject: Procedures for Relying on Facts Which are Not of Record as 
Common Knowledge or for Taking Official Notice 
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supporting documentary evidence or to rely on common knowledge in the art in 
making a rejection, and if such official notice is taken, what evidence is 
necessary to support the examiner's conclusion of common knowledge in the art. 

(1) Determine when it is appropriate to take official notice without documentary 
evidence to support the examiner's conclusion. 

Official notice without documentary evidence to support an examiner's 
conclusion is permissible only in some circumstances. While "official notice" 
may be relied on, as noted in MPEP § 2144.03, these circumstances should be 
rare when an application is under final rejection or action under 37 CFR 1.1 13. 
Official notice unsupported by documentary evidence should only, be taken by 
the examiner where the facts asserted to be well-known, or to be common 
knowledge in the art are capable of instant and unquestionable demonstration as 
being well-known. In appropriate circumstances, it might not be unreasonable 
to take official notice of the fact that it is desirable to make something faster, 
cheaper, better, or stronger without the specific support of documentary 
evidence. Furthermore, it might not be unreasonable for the examiner in a first 
Office action to take official notice of facts by asserting that certain limitations in 
a dependent claim are old and well known expedients in the art without the 
support of documentary evidence provided the facts so noticed are of notorious 
character and serve only to "fill in the gaps" which might exist in the evidentiary 
showing made by the examiner to support a particular ground of rejection. 5 

It would not be appropriate for the examiner to take official notice of facts 
without citing a prior art reference where the facts asserted to be well known are 
not capable of instant a nd unquestionable demonstration as being well-known . 
For example, assertions of technical facts in the areas of esoteric technology or 
specific knowledge of the prior art must always be supported by citation to some 
reference work recognized as standard in the pertinent art. 6 

It is never appropriate to rely solely on "common knowledge" in the art 
without evidentiary support in the record, as the principal evidence upon which a 
rejection, was based. As the court held in Zurko, an assessment of basic 
knowledge and common sense that is not based on any evidence in the record 
lacks substantial evidence support. 8 



(2) If official notice is taken of a fact, unsupported by documentary evidence, the 
technical line of reasoning underlying a decision to take such notice must be clear 
and unmistakable. 

Ordinarily, there must be some form of evidence in the record to support an 
assertion of common knowledge. 9 In certain older cases, official notice has been 
taken of a fact that is asserted to be "common knowledge" without specific 
reliance on documentary evidence where the fact noticed was readily verifiable, 
such as when other references of record supported the noticed fact, or where uVre 



was nothing of record to contradict it. 10 If such notice is taken, the basis for such 
reasoning must be set forth explicitly. The examiner must provide specific factual 
findings predicated on sound technical and scientific reasoning to support his or 
her conclusion of common knowledge. 1 1 The applicant should be presented with 
the explicit basis on which the examiner regards the matter as subject to official 
notice and be allowed to challenge the assertion in the next reply after the Office 
action in which the common knowledge statement was made. 

(3) If applicant challenges a factual assertion as not properly officially noticed or 
not properly based upon common knowledge, the examiner must support the 
finding with adequate evidence. 

To adequately traverse such a finding, an applicant must specifically point out 
the supposed errors in the examiner's action, which would include stating why the 
noticed fact is not considered to be common knowledge or well-known in the 
art. A general allegation that the claims define a patentable invention without 
any reference to the examiner's assertion of official notice would be inadequate. 
If applicant adequately traverses the examiner's assertion of official notice, the 
examiner must provide documentary evidence in the next Office action if the 
rejection is to be maintained. 13 If the examiner is relying on personal knowledge 
to support the finding of what is known in the art, die examiner must provide an 
affidavit or declaration setting forth specific factual statements and explanation to 
support the finding. See 37 CFR 1.104(d)(2). 

If applicant does not traverse the examiner's assertion of official notice or 
applicant's traverse is not adequate, the examiner should clearly indicate in the 
next Office action that the common knowledge or well-known in the art statement 
is taken to be admitted prior art because applicant either failed to traverse the 
examiner's assertion of official notice or that the traverse was inadequate. If the 
traverse was inadequate, the examiner should include an explanation as to why it 
was inadequate. 

(4) Determine whether the next Office action should be made final. 

If the examiner adds a reference in the next Office action after applicant's 
rebuttal, and the newly cited reference is added only as directly corresponding 
evidence to support the prior common knowledge finding, and it does not result in 
a new issue or constitute a new ground of rejection, the Office action may be 
made final. If no amendments are made to the claims, the examiner must not rely 
on any other teachings in the reference if the rejection is made final If the newly 
cited reference is added for reasons other than to support the prior common 
knowledge statement and a new ground of rejection is introduced by the examiner 
that is not necessitated by applicant's amendment of the claims, the rejection may 
not be made final. See MPEP § 706.07(a). 



(5) Summary. 



Any rejection based on assertions that a fact is well-known or is common 
knowledge m the art without documentary evidence to support the examiner's 
conclusion should be judiciously applied. Furthermore, as noted by the court in 
Ahlert any facte so noticed should be of notorious character and serve only to 
fill in the gaps i m an insubstantial manner which might exist in the evidentiary 
showing made by the examiner to support a particular ground for rejection It is 
neyer appropriate to rely solely on common knowledge in the art without ' 
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MPEP § 2144 03 will be revised accordingly in the upcoming revision to be 
consistent with this memo. 



Cc: Nicholas Godici 
Esther Kepplinger 
Kay Kim 
David Lacey 
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because the conclusion of obviousness may be made from common knowledge and common sense of a 
person of ordinary skill in the art. The court reversed the Board's decision in sustaining a rejection under 
35 U.S.C. 103 and stated that "'common knowledge and common sense* on which the Board relied in 
rejecting Lee's application are not the specialized knowledge and expertise contemplated by the 
Administrative Procedure Act. Conclusory statements such as those here provided do not fulfill the 
agency's obligation... The board cannot rely on conclusory statements when dealing with particular 
combinations of prior ait and specific claims, but must set. forth the rationale on which it relies"). 

4 As noted by the court in In re Ahlert, 424 F.2d 1088, 1091, 165 USPQ 41 8, 420 (CCPA 1970), the notice 
of facts beyond the record which may be taken by the examiner must be "capable of such instant and 
unquestionable demonstration as to defy dispute" (citing In re Knapp Monarch Co., 296 F.2d 230, 132 
USPQ 6 (CCPA 1 961)). In Ahlert, the court held that the Board properly took judicial notice that 4< it is old 
to adjust intensity of a flame in accordance with the heat requirement " See also In re Fox, 471, F.2d 1405, 
1407, 176 USPQ 340, 341 (CCPA 1973) (the court took "judicial notice of the fact that tape recorders 
commonly erase tape automatically when new 'audio information' is recorded on a tape which already has 
a recording on it"). 

5 Zurko, 258 F.3d at 1385, 59 USPQ2d at 1697; In re Ahlert, 424 F.2d at 1092, 165 USPQ at 421. 

6 In reAhlert, 424 F.2d at 1091, 165 USPQ at 420-21 . See also In re Grose, 592 F.2d 1161,1 167-68, 201 
USPQ 57, 63 (CCPA L979) ( u [w]hen the PTO seeks to reiy upon a chemical theory, in establishing a prima 
facie case of obviousness, it must provide evidentiary support for the existence and meaning of that 
theory."); In re Eynde, 480 F.2d 1364, 1370, 178 USPQ 470, 474 (CCPA 1973) ( u we reject the notion that 
judicial or administrative notice may be taken of the state of the art The facts constituting the state of the 
art are normally subject to the possibility of rational disagreement among reasonable men and are not 
amenable to the taking of such notice ."). 

7 Zurko, 258 F.3d at 1385, 59 USPQ2d at 1697, While the court explained that, "as an administrative, 
tribunal the Board clearly has expertise in the subject matter over which it exercises jurisdication," it make 
clear that such "expertise may provide sufficient support for conclusions [only] as to peripheral issue." Id. 
at 1385-86, 59 USPQ2d at 1697. 

8 Zurko, 258 F.3d at 1 385, 59 USPQ2d at 1697. See also In re Lee, _F.3d at 61 USPQ2d at 1435. 

9 See In re Lee, _F.3d at _, 61 USPQ2d 1434-35; In re Zurko, 258 F.3d at 1386, 59 USPQ2d at 1697 
(holding that general conclusions concerning what is "basic knowledge" or "common sense" to one of 
ordinary skill in the art without specific factual findings and some concrete evidence in the record to 
support these findings will not support an obviousness rejection). 

10 See In re Soli, 317 F.2d 941 , 945-46, 137 USPQ 797, 800 (CCPA 1 963) (the court accepted the 
examiner's assertion that the use of "a control is standard procedure throughout the entire field of 
bacteriology" because it was readily verifiable and disclosed in references of record not cited by the 
Office); In re Chevenard, 139 F.2d 71 1 , 713, 60 USPQ 239, 241 (CCPA 1943) (accepting examiner's 
finding that a brief heating at a higher temperature was the equivalent of a longer heating at a lower 
temperature where there was nothing in the record to indicate the contrary and where the applicant never 
demanded that.the examiner produce evidence to support his statement). 

11 See Soli, 317 F.2d at 946, 37 USPQ at 801; Chevenard, 139 F.2d at 7 13, 60 USPQ at 241. 

12 See 37 CFR 1.11 1(b). See also Chevenard, 139 F.2d at 713, 60 USPQ at 241 CTOn the absence of any 
demand by appellant for the examiner to produce authority for his statement, we will not consider this 
contention."). 

13 See 37 CFR 1 .104(c)(2). See also Zurko, 258 F.3d at 1386, 59 USPQ2d at 1697 ("the Board [or 
examiner] must point to some concrete evidence in the record in support of these findings" to satisfy the 
substantial evidence test). 

14 See Zurko, 258 F.3d at 1386, 59 USPQ2d at 1697; Ahlert, 424 F.2d at 1092, 165 USPQ 421. 



